I hereby c^i^5^^4jsj>^Sbrrespondence is being deposited with the United 
States Postal Service as first class mail in an envelope addressed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



On. 



19 S*±_ - 



TOWNSEtyDfcnd TOWNSEND and CREW LL£ 
By:_ 




PATENT 

Attorney Docket no. 02307K-141314US 
Client Ref. no. 96-540-6 




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 

Sawyers et al. 

Application No. : 1 0/066,266 

Filed: January 30, 2002 

For: METHODS OF ASSESSING THE 
EFFECT OF A GENE OF INTEREST 
ON HUMAN PROSTATE CANCER 
PROGRESSION 

Customer No.: 20350 



Confirmation No. 5616 
Examiner: Thai- An N. Ton 
Group Art Unit: 1632 
PETITION UNDER 37 CFR § 1.47(a) 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Pursuant to 37 CFR § 1.47(a), Applicants hereby petition for filing of the above- 
identified patent application when a joint inventor refuses to sign or cannot be found or reached 
after diligent effort. Proof of the pertinent facts is submitted herein with the petition, to properly 
establish that a diligent effort has been made to obtain the signature of joint inventor Dr. Karen 
A. Klein. Specifically, Applicants are submitting the following items: 

Exhibit A: a photocopy of the letter sent to Dr. Klein (dated July 29, 2004)that § 
accompanied the substitute Declaration, which was sent via priority FedEx, along with a pre-paid 
envelope for returning the signed substitute Declaration; copy of FedEx proof of delivery. j 



cu 



Appl. No. 10/066,266 PATENT 
Petition under 37 CFR § 1.47(a), date: October 18, 2004 

The Examiner deemed the original Declaration filed in this application as 
defective and required filing of a compliant Declaration. All of the inventors (Drs. Sawyers, 
Witte, Reiters, and Klein) signed the Declaration as originally filed in the application. 

The last known address of Dr. Klein is 174 Denslow Avenue, Los Angeles, CA 
90049. An attempt was made by Applicant's agents to reach Dr. Klein to obtain her signature on 
the substitute Declaration for the instant application at this address. The delivery to her home 
address was sent via FedEx (see Exhibit A). This delivery was signed for by someone at the 
residence (also Exhibit A). 

Applicants have also repeatedly attempted to reach the inventor in November of 
2003 to obtain signatures for Declarations for filing in U.S. Application Nos. 10/062,684; 
10/062,738; and 10/062, 738, which also claim priority to the same parent applications. On 
November 18, 2003, Applicants 1 agent spoke to Dr. Klein on the phone. She confirmed at that 
time that her home address of record was current. 

In view of the foregoing, we petition to proceed without Dr. Klein's signature. 
The other joint inventors, Drs. Sawyers, Witte, and Reiter, have executed the substitute 
Declaration for the application (enclosed). Because Dr. Klein has not signed the document after 
diligent effort, Applicants respectfully request that the above-identified application be filed on 
behalf of Drs. Sawyers, Witte, and Reiter and the non-signing joint inventor, Dr. Klein, in 
accordance with 37 CFR § 1.47(a). 

Please charge fee for filing this petition to our Deposit Account No. 20-1430 in 
accordance with the accompanying Fee Transmittal PTO/SB/17 submitted in duplicate. 

Respectfully submitted, 



TOWNSEND and TOWNSEND and CREW LLP 
Two Embarcadero Center, Eighth Floor 
San Francisco, California 94111-3834 
Tel: 415-576-0200 
Fax:415-576-0300 
JML:jml 
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Lockyer / 
Refe./to. 44,879 {I 




TOWNSEND 
and 

TOWNSEND 
and 

Crew 

LLP 



July 29, 2004 



Palo Alto, U.H&nia 
Tel 650 326-2400 

Walnut Creek, California 
Tel 925 472-5000 

San Diego, California 
Tel 858-350-6100 

Denver, Colorado 
Tel 303 571-4000 

Seattle, Washington 
Tel 206 467-9600 



San Francisco 

Two Embarcadero Center 
8th Floor 
San Francisco 
California 94111-3834 
Tel 415 576-0200 
Fax 415 576-0300 



FedEx 

Dr. Charles L. Sawyers 
1 1-934 Fator Building 
UCLA-Hematology/Oncology 
10833 Le Conte Avenue 
Los Angeles, CA 90095 

Dr. Owen N. Witte 
HHMI/UCLA 
5-720 MRL 

675 Charles E. Young Drive South 
Box 951622 

Los Angeles, CA 90095-1662 



Dr. Karen A. Klein 
174 Denslow Avenue 
Los Angeles, C A 90049 



Robert Reiter, M.D. 
University of California ■ 
Department of Urology 
Room 66-128 
10833 Leconte Avenue 
Los Angeles, CA 90095 



Los Angeles 



Re: US Patent Application No. 10/066,266 
filed January 30, 2002 

for METHODS OF ASSESSING THE EFFECT OF A GENE OF 

INTEREST ON HUMAN PROSTATE CANCER PROGRESSION 

Inventors: Charles L. Sawyers et al 

UC Case No. 96-540-6 

Our file No. 02307K-1413-14US 

Dear Doctors: 

Enclosed is a revised Declaration for the above application. (New Declarations are 
required in numerous continuing cases because the Declaration filed with the original parent 
application was defective.) Please sign, date and return the enclosed document in the envelope 
provided at your early convenience. 



Thank you. 



Very truly yours. 




Lockyer, PhD 
Agent 




JML/mcd 
Enclosure 
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8/11/2004 
Dear Customer: 



FedEx Express 
Customer Support Trace 
3875 Airways Boulevard 
Module H, 4th Floor 
Memphis, TN 38116 



U.S. Mail: PO Box 727 
Memphis, TN 38194-4643 

Telephone: 901-369-3600 



Here is the proof of delivery for the shipment with tracking number 790717015483. Our records 
reflect the following information. 



Delivery Information: 



Signed For By: K.KLEIN 




Delivery Location: 
Delivery Date: 
Delivery Time: 



174 DENSLOWAVE. 
August 3, 2004 
1112 



Shipping Information: 



Tracking No: 790717015483 



Ship Date: July 30, 2004 



Recipient: 
KAREN KLEIN 

174 DENSLOWAVE. 
LOS ANGELES, CA 90049 
US 



Shipper: 

MALI N DA DAGIT 

TOWNSEND & TOWNSEND & CREW 
2 EMBARCADERO CTR FL 8 
SAN FRANCISCO, CA 941 1 13833 
US 



Shipment Reference Information: 



02307K-1413-14US 



Thank you for choosing FedEx Express. We look forward to working with you in the future. 



FedEx Worldwide Customer Service 
1-800-Go-FedEx® 

Reference No.: R2004081 1001 52989920 



http://ww.fedexxom/^ &Locale=us&Tracki. . . 8/1 1/2004 




Attorney Docket No.: 02307K-141314US 
Client Reference No.: 96-540-6 



DECLARATION 



As a below named inventor, I declare that: 



My residence, post office address and citizenship are as stated below next to my name; I believe I am the original, first and sole 
inventor (if only one name is listed below) or an original, first arid joint inventor (if plural inventors are named below) of the subject 
matter which is claimed and for which a patent is sought on the invention entitled: METHODS OF ASSESSING THE EFFECT OF 

A GENE OF INTEREST ON HUMAN PROSTATE CANCER PROGRESSION the specification of which is attached 

hereto or X was filed on January 30, 2002 as Application No. 10/066,266 and was amended on (if 

applicable). 



I have reviewed and understand the contents of the above identified specification, including the claims, as amended by any 
amendment referred to above. I acknowledge the duty to disclose information which is material to patentability as defined in Title 37, 
Code of Federal Regulations, Section 1.56. I claim foreign priority benefits under Title 35, United States Code, Section 119 of any 
foreign applications) for patent or inventor's certificate listed below and have also identified below any foreign application for patent 
or inventor's certificate having a filing date before that of the application on which priority is claimed. 



Prior Foreig n Application(s) 



Country 


Application No. 


Date of Filing 


Priority Claimed Under 
35 USC 119 











I hereby claim the benefit under Title 35, United States Code § 1 19(e) of any United States provisional application(s) listed below: 



Application No. 


Filing Date 







I claim the benefit under Title 35, United States Code, Section 120 of any United States application(s) listed below and, insofar as the 
subject matter of each of the claims of this application is not disclosed in the prior United States application in the manner provided by 
the first paragraph of Title 35, United States Code, Section 1 12, 1 acknowledge the duty to disclose material information as defined in 
Title 37, Code of Federal Regulations, Section 1.56 which occurred between the filing date of the prior application and the national or 
PCT international filing date of this application: 



Application No. 


Date of Filing 


Status 


09/567,202 


05/08/00 


Patent No. 6,365,797 Bl 


08/951,143 


10/15/97 


Patent No. 6,107,540 


08/732,676 


10/15/96 


abandoned 



Full Name of 


Last Name: 


First Name: 


Middle Name or Initial: 


Inventor 1 : 


SAWYERS 


CHARLES 


L. 




Residence & 
Citizenship: 


City: 

Los Angeles 


State/Foreign Country: 
California 


Country of Citizenship: 
United States 


Post Office 
Address: 


Post Office Address: 

3343 Mandeville Canyon Road 


City: 

Los Angeles 


State/Country: 

California 


Postal Code: 
90049 
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Full Name of 


Last Name: 


First Name: 


Middle Name or Initial: 


Inventor 2: 


KLEIN 


KAREN 


A. 




Residence & 


City: 


State/Foreign Country: 


Country of Citizenship: 


Citizenship: 


Los Angeles 


California 


United States 




Post Office 


Post Office Address: 


City: 


State/Country: 


Postal Code: ! 


Address: 


174 Dens low Avenue 


Los Angeles 


California 


90049 | 


Full Name of 


Last Name: 


First Name: 


Middle Name or Initial: 


Inventor 3: 


WITTE 


OWEN 


N. 




Residence & 


City: 


State/Foreign Country: 


Country of Citizenship: 


Citizenship: 


Sherman Oaks 


California 


United States 




Post Office 


Post Office Address: 


City: 


State/Country: 


Postal Code: 


Address: 


14727 Sutton Drive 


Sherman Oaks 


California 


91403 


Full Name of 


Last Name: 


First Name: 


Middle Name or Initial: 


Inventor 4: 


REITER 


ROBERT 


E. 




Residence & 


City: 


State/Foreign Country: 


Country of Citizenship: 


Citizenship: 


Los Angeles 


California 


United States 




Post Office 


Post Office Address: 


City: 


State/Country: 


Postal Code: 


Address: 


10511 Kinnard Avenue 


Los Angeles 


California 


90024 



I further declare that all statements made herein of my own knowledge are true and that all statements made on information and belief 
are believed to be true; and further that these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code, and that such willful 
false statements may jeopardize the validity of the application or any patent issuing thereon. 



Signature of Inventor 1 


Signature of Inventor 2 


Signature of Inventor 3 


Charles L. Sawyers 0 
Date <f/3/, f 


Karen A. Klein 
Date 


Owen N. Witte 
Date 


Signature of Inventor 4 

Robert E. Reiter 
Date 
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Attorney Docket No.: 02307K-141314US 
Client Reference No.: 96-540-6 



DECLARATION 



As a below named inventor, I declare that: 



My residence, post office address and citizenship are as stated below next to my name; I believe I am the original, first and sole 
inventor (if only one name is listed below) or an original, first and joint inventor (if plural inventors are named below) of the subject 
matter which is claimed and for which a patent is sought on the invention entitled: METHODS OF ASSESSING THE EFFECT OF 

A GENE OF INTEREST ON HUMAN PROSTATE CANCER PROGRESSION the specification of which is attached 

hereto or X was filed on January 30, 2002 as Application No. 10/066,266 and was amended on (if 

applicable). 

I have reviewed and understand the contents of the above identified specification, including the claims, as amended by any 
amendment referred to above. I acknowledge the duty to disclose information which is material to patentability as defined in Title 37, 
Code of Federal Regulations, Section 1.56. I claim foreign priority benefits under Title 35, United States Code, Section 119 of any 
foreign application(s) for patent or inventor's certificate listed below and have also identified below any foreign application for patent 
or inventor's certificate having a filing date before that of the application on which priority is claimed. 

Prior Foreig n Application(s) 



Country 


Application No. 


Date of Filing 


Priority Claimed Under 
35 USC 119 











I hereby claim the benefit under Title 35, United States Code § 1 19(e) of any United States provisional applications) listed below: 



Application No. 


Filing Date 







I claim the benefit under Title 35, United States Code, Section 120 of any United States application(s) listed below and, insofar as the 
subject matter of each of the claims of this application is not disclosed in the prior United States application in the manner provided by 
the first paragraph of Title 35, United States Code, Section 112, 1 acknowledge the duty to disclose material information as defined in 
Title 37, Code of Federal Regulations, Section 1.56 which occurred between the filing date of the prior application and the national or 
PCT international filing date of this application: 



Application No. 


Date of Filing 


Status 


09/567,202 


05/08/00 


Patent No. 6,365,797 Bl 


08/951,143 


10/15/97 


Patent No. 6,107,540 


08/732,676 


10/15/96 


abandoned 



Full Name of 


Last Name: 


First Name: 


Middle Name or Initial: 


Inventor 1 : 


SAWYERS 


CHARLES 


L, 




Residence & 
Citizenship: 


City: 

Los Angeles 


State/Foreign Country: 
California 


Country of Citizenship: 

United States 


Post Office 
Address: 


Post Office Address: 

3343 Mandeville Canyon Road 


City: 

Los Angeles 


State/Country: 
California 


Postal Code: 
90049 
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Full Name of 


Last Name: 


First Name: 


Middle Name or Initial: 


Inventor 2: 


KLEIN 


KAREN 


A. 




Residence & 


City: 


State/Foreign Country: 


Country of Citizenship: 


Citizenship: 


Los Angeles 


California 


United States 




Post Office 


Post Office Address: 


City: 


State/Country: 


Postal Code: 


Address: 


174 Denslow Avenue 


Los Angeles 


California 


90049 


Full Name of 


Last Name: 


First Name: 


Middle Name or Initial: 


Inventor 3: 


WITTE 


OWEN 


N. 




Residence & 


City: 


State/Foreign Country: 


Country of Citizenship: 


Citizenship: 


Sherman Oaks 


California 


United States 




Post Office 


Post Office Address: 


City: 


State/Country: 


Postal Code: 


Address: 


14727 Sutton Drive 


Sherman Oaks 


California 


91403 


Full Name of 


Last Name: 


First Name: 


Middle Name or Initial: 


Inventor 4: 


REITER 


ROBERT 


E. 




Residence & 


City: 


State/Foreign Country: 


Country of Citizenship: 


Citizenship: 


Los Angeles 


California 


United States 




Post Office 


Post Office Address: 


City: 


State/Country: 


Postal Code: 


Address: 


10511 Kinnard Avenue 


Los Angeles 


California 


90024 



I further declare that all statements made herein of my own knowledge are true and that all statements made on information and belief 
are believed to be true; and further that these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code, and that such willful 
false statements may jeopardize the validity of the application or any patent issuing thereon. 



Signature of Inventor 1 


Signature of Inventor 2 


Signature of Inventor 3 


Charles L. Sawyers 
Date 


Karen A. Klein 
Date 


Owen N. Witte 

Date clus) ~Z- x &ooy 


Signature of Inventor 4 

Robert E. Reiter 
Date 


(/ 
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Attorney Docket No.: 02307K-141314US 
Client Reference No.: 96-540-6 



DECLARATION 

As a below named inventor, I declare that: 

My residence, post office address and citizenship are as stated below next to my name; I believe I am the original, first and sole 
inventor (if only one name is listed below) or an original, first and joint inventor (if plural inventors are named below) of the subject 
matter which is claimed and for which a patent is sought on the invention entitled: METHODS OF ASSESSING THE EFFECT OF 

A GENE OF INTEREST ON HUMAN PROSTATE CANCER PROGRESSION the specification of which is attached 

hereto or X was filed on January 30, 2002 as Application No. 10/066,266 and was amended on (if 

applicable). 

I have reviewed and understand the contents of the above identified specification, including the claims, as amended by any 
amendment referred to above. I acknowledge the duty to disclose information which is material to patentability as defined in Title 37, 
Code of Federal Regulations, Section 1.56. I claim foreign priority benefits under Title 35, United States Code, Section 119 of any 
foreign application(s) for patent or inventor's certificate listed below and have also identified below any foreign application for patent 
or inventor's certificate having a filing date before that of the application on which priority is claimed. 




Prior Foreig n Application(s) 



Country 


Application No. 


Date of Filing 


Priority Claimed Under 
35 USC 119 











I hereby claim the benefit under Title 35, United States Code § 1 19(e) of any United States provisional application(s) listed below: 



Application No. 


Filing Date 







I claim the benefit under Title 35, United States Code, Section 120 of any United States applications) listed below and, insofar as the 
subject matter of each of the claims of this application is not disclosed in the prior United States application in the manner provided by 
the first paragraph of Title 35, United States Code, Section 1 12, 1 acknowledge the duty to disclose material information as defined in 
Title 37, Code of Federal Regulations, Section 1 .56 which occurred between the filing date of the prior application and the national or 
PCT international filing date of this application: 



Application No. 


Date of Filing 


Status 


09/567,202 


05/08/00 


Patent No. 6,365,797 Bl 


08/951,143 


10/15/97 


Patent No. 6,107,540 


08/732,676 


10/15/96 


abandoned 



Full Name of 


Last Name: 


First Name: 


Middle Name or Initial: 


Inventor 1 : 


SAWYERS 


CHARLES 


L. 




Residence & 


City: 


State/Foreign Country: 


Country of Citizenship: 


Citizenship: 


Los Angeles 


California 


United States 




Post Office 


Post Office Address: 


City: 


State/Country: 


Postal Code: 


Address: 


3343 Mandeville Canyon Road 


Los Angeles 


California 


90049 
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Full Name of 


Last Name: 


First Name: 


Middle Name or Initial: 


Inventor 2: 


KLEIIN 


KAREIN 


A. 




Residence & 


City: 


State/Foreign Country: 


Country of Citizenship: 


Citizenship: 


Los Angeles 


California 


United States 




Post Office 


Post Office Address: 


City: 


State/Country: 


Postal Code: 


Address: 


174 Denslow Avenue 


Los Angeles 


California 


90049 


Full Name of 


Last Name: 


First Name: 


Middle Name or Initial: 


Inventor 3: 


WITTE 


OWEN 


N. 




Residence & 


City: 


State/Foreign Country: 


Country of Citizenship: 


Citizenship: 


Sherman Oaks 


California 


United States 




Post Office 


Post Office Address: 


City: 


State/Country: 


Postal Code: 


Address: 


14727 Sutton Drive 


Sherman Oaks 


California 


91403 


T" 11 XT — 

Full Name or 


Last Name: 


First Name: 


Middle Name or Initial: 


Inventor 4: 


REITER 


ROBERT 


E. 




Residence & 


City: 


State/Foreign Country: 


Country of Citizenship: 


Citizenship: 


Los Angeles 


California 


United States 




Post Office 


Post Office Address: 


City: 


State/Country: 


Postal Code: 


Address: 


10511 Kinnard Avenue 


Los Angeles 


California 


90024 



I further declare that all statements made herein of my own knowledge are true and that all statements made on information and belief 
are believed to be true; and further that these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code, and that such willful 
false statements may jeopardize the validity of the application or any patent issuing thereon. 



Signature of Inventor 1 


Signature of Inventor 2 


Signature of Inventor 3 


Charles L. Sawyers 
Date 


Karen A. Klein 
Date 


Owen N. Witte 
Date 


Signature of Inventor 4 
Robert E. Reiter 
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